TH'S OPINION WAS NOT WRI TTEN FOR PUBL| CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a | aw journal and
(2) is not binding precedent of the Board.
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The appellants' invention relates to an insert for use in
a corner piece of a synthetic siding of the type that is
applied to the exterior of a building. An understanding of
the invention can be derived froma reading of exenplary claim

1, which appears in the appendi x to the appellants' brief.

The prior art

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ains are:

O Hanl on 3, 854, 260 Dec. 17, 1974
Ni shi oka et al. (N shioka) 4,542,164 Sep. 17, 1985
Fragal e 5,090, 174 Feb. 25, 1992

The rejections

Clainms 1 through 4, 9 and 10 stand rejected under 35
U S.C. §8 103 as being unpatentable over Fragale in view of
O Hanl on

Clainms 5 and 6 stand rejected under 35 U. S.C. 8§ 103(a) as
bei ng unpat entabl e over Fragale in view of O Hanlon as applied
to clainms 1 through 4, 9 and 10 above, and further in view of

Ni shi oka.
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Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nake reference to the exam ner's answer (Paper
No. 12, mailed March 13, 1997) and the suppl enental exam ner's
answer
(Paper No. 16, nmiled June 13, 1997) for the examner's
conpl ete reasoning in support of the rejections, and to the
appel l ants’ brief (Paper No. 11, filed January 24, 1997),
reply brief (Paper No. 13, filed April 21, 1997) and
suppl enental reply brief (Paper No. 15, filed June 2, 1997)

for the appellant's argunents thereagai nst.

OPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we neke the
determ nati ons which foll ow

We turn first to the examner’s rejection of clains 1

through 4, 9 and 10 under 35 U.S.C. 8§ 103 as unpatentabl e over
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Fragale in view of O Hanlon. It is the examner’s finding
that Fragal e discloses the clainmed insulative insert for use
in a corner nenber of siding which is L-shaped and fits snugly
into the flanges of the associ ated corner nenber. The

exam ner states that Fragal e does not disclose a one-piece
insert which is resilient and conpressi ble. The exam ner
finds that O Hanlon discloses a simlar corner construction
conpri sed of a one-piece

insert and associ ated corner menbers and that the O Hanl on
insert may be any suitable type of pol yurethane which nay be
rigid or flexible. The exam ner concl udes:

The use of a one-piece insert (as taught by
O Hanl on) for Fragal e woul d have been
obvious to one of ordinary skill in the
art, so that fewer conponents would be
needed at the construction site, and
assenbly of the corner/insert would be nmade
easier-- i.e. workers would only have to
install one nmenber into the corner as
opposed to two or nore section[s] of the
foam material, which woul d nmake
install ati on easi er since one conmponent
woul d be received and held in the corner

wi t hout the need for manual |y hol di ng
several foaminsert sections within the
corner. The use of conpressible/flexible
foam materials (as taught by O Hanlon) for
Fragale’s foaminsert would have been
obvious to one or ordinary skill in the
art, since this nmaterial was well known in
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the art at the tine of the invention as a
suitabl e insulative “plug” or |ining
material, and one of ordinary skill in the
art woul d have obvi ously consi dered any
readily available foammaterials to neet
the criteria of Fragale’'s
assenbl y. [ exam ner’s answer at page 5].

The appel | ants argue that neither Fragal e nor O Hanl on
suggest using a conpressible and resilient one-piece foam
insert for the corner piece of synthetic siding for a building
but rather use rigid foamthat is adhered to sheet al um num
utilized for structural support. |In addition, appellants

argue that both Fragal e and O Hanl on enploy a single | ength of

f oam t hat extends

along the entire length of the associated trim piece or
al um num ski n.

The exam ner argues that since the clains are directed to
a foaminsert only, any argunents concerning the strength
provided to the corner nenbers of either Fragale or O Hanl on,
as well as the clainmed | engths of these inserts wth respect
to associ ated corner nenbers are noot.

While the exam ner is correct that the clains are

directed to an insert only and not a conbination of an insert
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and a corner nenber, the insert which is clainmed is a “one-
pi ece resilient conpressible L-shaped foam nenber”. In
addition, the insert is
“of a thickness significantly less than the length of the
corner piece” as recited in claiml or has “a thickness on the
order of one inch” as recited in claim10.

In regard to the requirenent that the foam be resilient
and conpressi ble, appellants argue that since Fragale
di scl oses that the foam | ayer provides additional structura
rigidity to the panel and since O Hanl on discloses that the
foamtype substance becones suitably hardened so as to hold
various parts of the joint in rigid alignnent, these
references disclose rigid foam W do not agree. In our
view, the foamdisclosed in Fragale and O Hanlon is resilient
and conpressible at least to sone degree and such resiliency
and conpressibility would not prevent the
foamfrom (1) providing at | east sone structural rigidity in
Fragale or (2) holding the various parts in rigid alignnment in

O Hanl on
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In regard to the recitations in clainms 1 and 10
concerning the thickness of the insert, the exam ner states
t hat :

Maki ng Fragal e/ O Hanl on’ s insert one inch
thick woul d al so have been an obvi ous
desi gn consideration for one of ordinary
skill in the art, based upon the anount of
rei nforcenent desired for the corner
menber--the |longer the insert, the nore

rei nforcenent provided to the corner nenber
and the nore “filler” to prevent insects,
weat her, etc. fromentering the corner’s
interior. [exam ner’s answer at page 6]

We do not agree with the exam ner. Fragal e discl oses
that the foaminsert is utilized to provide additiona
structural rigidity to the panel. A foaminsert that was
either significantly less than the I ength of the corner piece
as recited in claiml or a thickness that was on the order of
one inch as recited in claim10 would not provide this
support. O Hanlon discloses that the insert provides
additional structural rigidity to the panel. A foaminsert
that was either significantly |l ess than the length of the
corner piece or on the order of one inch would not provide

this structural rigidity to the panel. As such, we concl ude

that the provision of the recited thicknesses would not have
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been a matter of the design choice. As such we will not
sustain this rejection.

W have revi ewed the disclosure of N shioka and have
determ ned that this reference does not cure the deficiencies
not ed above for the conbination of Fragal e and O Hanl on.
Therefore, we will not sustain the examner’s rejection of
clains 5 and 6 under 35 U.S.C. 8§ 103 as unpatentabl e over
Fragal e and O Hanlon in further view of N shioka.

The decision of the exam ner is reversed.

REVERSED

NEAL E. ABRAMS
Adm ni strative Patent Judge

BOARD OF PATENT

CHARLES E. FRANKFORT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

MURRI EL E. CRAWORD
Adm ni strative Patent Judge
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